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ORAL DEPOSITION OF 
QINGHUA LIU, produced as a witness at the instance of 
the DEFENDANT/C0U7CTER- PLAI NTI FF . and duly sworn, was 
taken In the above- styled and numbered cause on the 7th 
day of February, from 9:14 a.m. to 10:58 a.m.. before 
Taye J. Clark. CSR in and, for the State of Texas, 
reported at the offices of Patton Boggs. LLP. 2001 Ross 
Avenue. Suite 3000. Dallas. Texas 75201. pursuant to 
the Texas Rules of Civil Procedure and the provisions 
stated on the record or attached hereto. — 
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Patton Boggs. LLP 
8484 Westpark Drive 
HcLean. Virginia 22102 



Page 4 

PRELIMINARY PROCEEDINGS 
THE REPORTER: Going on the record at 
9:14 a.m. 

QINGHUA UU, 
having been first duty sworn, testified as follows: 
THE REPORTER: By the Rules? 
MR. LABGOLD: Yes. 
THE REPORTER: Do you want to read and 



sign? 



tine. 



MS. MULLER: Yes. 

MR. LABGOLD: In front of any Notary is 



EXAMINATION 
QUESTIONS BY MR. MARC R. LABGOLD: 
Q Good morning, Dr. Liu. 
A Good morning to you, too. . 
Q Have you ever been deposed before? 
A No. s -t 

Q Okay. Just so you understand, I'm going to ask 
you some questions, I'm going to show you some 
documents. Hopefully my questions wiH be dear enough 

22 that youH understand. 

23 If you don*t understand the question, just 

24 askand IHtrytodartfy. 

25 Your counsel may have certain objections. 
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t 


She u say, Objection. The first time she does, 1 


l 


review that end if I'm incorrect on that 1 will look 


2 


guarantee you youll sit there and turn around and look 


2 


at it, but for the moment I'm going to object on the 


3 


at her and wait for something else. That s all it is, 


3 


basis of privilege. 


4 


she's noting an objection for the record. 


4 


MR. LABGOLD: Well, its not worth my 


5 


Unless she instructs you not to answer, 


5 


time, but 1 will tell you this - no. 


6 


I'D expect an answer to the best of your ability. 


6 


Q (By Mr. Labgold) Did you review any documents 


7 


By whom are you currently employed? 


7 


during your preparation? 


8 


A U.T. Southwestern in Dallas. 


8 


A No. 


9 


Q Okay. And whats your position there? 


9 


Q Other than your meeting with your counsel at 


10 


A Post doctoral fellow. 


10 


some unidentified undisclosed location - the vice 


11 


Q In whose lab? 


11 


president may have been there with you but 1 wont ask 


12 


A * J III " 

A Dr. Xiaodong Wang. 


12 


that because that may also be privileged - did you do 


13 


Q And what type of work are you doing? 


13 


anything else to prepare to be able to testify here 


14 


A Biochemistry. 


14 


today? 


15 


Q On what type of project? 


15 


A No. 


16 


A RNA Interference. 


16 


Q Have you spoken to Dr. Eiledge anytime in the 


17 


Q And how long have you been in your current 


17 


past year about the subject of the Univector System or 


18 


position? 


18 


this laboratory - or this litigation? 


19 


A Two years. 


19 


A Yes. 


20 


Q And prior to that am 1 correctly understanding 


20 


Q And what were - what did you discuss with Dr. 


21 


you were at Baylor? 


21 


Eiledge? 


22 


A Yes. 


22 


A 1 call him, ask him if he knows 1 have to talk 


23 


Q And for the entire time you were at Baylor, 


23 


to you, and he said he knew about it its fine. 


24 were you in Dr. Elledge's tab? 


24 


Q Did he ted you that he had had a deposition? 


2S 


A Yes. 


2S 


A Yes. 
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1 


Q Now, did you prepare - did you do anything to 


1 


Q Did he teO you what questions were asked 


2 


prepare for your deposition here today? 


2 


during that deposition? 


3 


A You mean the deposition document? 


3 


A No. 


4 


Q Did you -did you meet with your attorneys? 


4 


Q Did you discuss anything else concerning the 


5 


A Yes. 


5 


deposition or just asking him if it was okay to do a 


6 


Q And who did you meet with? 


6 


deposition? 


7 


A 1 meet with Michelle and Tracy. 


7 


A He said, "Answer the question to your best 


8 


Q Okay. And for how long did you meet? 


8 


knowledge, do not make any guess." 


9 


A About two - 


9 


Q Anything else? 


'to 


MS. MULLER: I'm going to object on the 


10 


A No. 


11 


basis of privilege. 


u 


Q Now, if 1 understand correctly, you were one of 


12- 


MR. LABGOLD: That s not a privilege. 


12 


the people who contributed to the development of the 


13 


You want me to show you transcripts from 


13 


Univector System, correct? 


14 


yesterday where 1 went through the same thing? 


14 


A Yes. 


15 


Its not privileged that you met its not 


15 


Q And you have prepared a paper which was 


16 privileged where you met, its not privileged how long 


16 


published, disclosed in that system, correct? 


17 you met I'm allowed to ask him as 1 cfid for the last 


17 


A Yes. 


is few depositions what documents he reviewed. I'maflowed 


18 


Q And you also filed a patent application? 


19 to ask if anything refreshes his recollection. 


19 


A Yes. 


20 


1 can ask him what he discussed during 


20 


Q And is it my understanding - is my 


21 


those meetings and you can object and instruct him not 


21 


understanding correct that it is you and Dr. Eiledge 


22 to answer, but other than that, I'm entitled to an 


22 


that created the Univector System? 


23 


answer. 


23 


A Yes. 


24 


Q (By Mr. Labgold) How long did you meet? 


24 


Q Now, 1 understand that Ms. Li was involved in 


25 


MS. MULLER: Well, Tm going to have to 


25 


a - 1 dont know how best to describe it — a variation 
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1 of the Univector System where tt was directed to, 

2 homologous recombination, ts that your understanding? 

3 A If sail part of UPS system. 

4 Q Okay. And is that part of what was in your 
s patent? 

6 A Idonlknow. 

7 Q Okay. Now, you collect royalties based on your 

8 contribution, correct? 

9 A Yes. 

10 Q And do you - what frequency do you receive 
a checks on that? 

12 A I dont remember. 

13 Q Do you recall how much you Ve received in 

14 total, approximately? 

is A I can only estimate, but I'm not going to. 

16 Q Was it $100,000? 

17 A Less than that 
is Q Was tt $50,000? 

19 A Its a couple of thousand dollars, I would say. 

20 Q "Just like $2,000? 

21 MS.MULLER: Objection; form. 

22 A I wi9 say a couple of thousand dollars. 

23 Q (By Mr. Labgold) Okay. WeB, I'm trying to get 

24 an idea of what you mean by "a couple." 

25 CoIloquiaBy in Engfish, "a couple" would . 
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1 be two? 

2 A Oh, really? 

3 Q Some people would say "a few" is three, but we 

4 might differ on that 

5 A Approximately $5,000. 

6 Q And that's the total which you have received to 

7 the best of your understanding? 
e A Per year. 

9 Q Per year. Okay.. 

10 Were you involved in the decision of how 

n the royalties would be distributed amongst you and your 

12 coinventors? 

n A No. 

H Q Let me mark as Li Exhibit 1 a copy of a BCMT 

is document bearing production number BCM 001659 through 

16 1664. 

n (ExhfeKNo. 1 .marked.) 

is Q (By Mr. Labgold) If you take a look down at the 

19 document about halfway through the page, there's a 

20 heading there that says "Inventors." 
2t A Uh-huh. 

22 Q And then it gives a breakdown between you — 

23 Ms. U and yourself. 

24 A Uh-huh. 

25 Q And does this comport with your recollection 
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1 that for 1999 you received approximately $5,000? 

2 A You mean under the inventors, this part? 

3 Q Yeah. 

4 A Are you saying if the number looks correct? 

5 Q Yeah, your general recollection? 

6 A Yes. 

7 Q Now, do you know why Ms. U is not named as an 

8 inventor on the patent? 

9 A I donl know. 

10 MS.MULLER: Objection; form. 

n Q (By Mr. Labgold) Was it your understanding that 

12 your contribution to the development of the Univector 

13 System and Ms. U s were equivalent? 

w MS. MULLER: Objection; form, 

is A Can you rephrase the question? 

16 Q (By Mr. Labgold) Do you believe that Ms. Li 

17 contributed the same amount as you did to the 
is development of the Univector System? 

19 MS. MULLER: Objection; form. 

20 A No. 

21 Q (By Mr. Labgold) Do you know why, then, Ms. U 

22 obtains the same royalties as you do? 

23 A I dont know. 

24 Q Have you ever discussed that with Dr. EHedge? 

25 A No. 
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1 Q Have you ever dscussed that with anybody else 

2 at Baylor or BCMT? 

3 A Yes. 

4 THE WITNESS: Is that a privilege? 

5 MS. MULLER: To the extent that you spoke 

6 with counsel or involved communication of counsel, then 

7 I instruct you not to answer. 

8 A That involves discussion with patent counsel at 

9 Baylor. 

to Q (By Mr. Labgold) WeB, at any time did you 

u raise a concern with anyone at BCMT as to whether the 

12 distrfoution of royalties was equitable? 

13 MS. MULLER: Again, to the extent that 

14 that requires you to discuss - to disclose any 

is conversation with counsel, I instruct you not to answer. 

16 MR. LABGOLD: And Counsel, I would - I 

17 don't have the energy or the time to deal with this. I 

18 will just note on the record - and I can tell we're - • 

19 coming back for another deposition, and if s going to be 

20 on your clients dime. 

21 Because if he's going to Baylor and he's 

22 complaining or inquiring as to why Ms amount is 

23 equivalent to somebody who joined the project after the 

24 patent was filed, thafs not seeking legal counsel. 

25 Thafs a business dispute. 
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1 Now, you can instruct him as you will. 

2 111 give you a moment to think about it tf you're 

3 going to tell me the instruction stands, I'd move on, 

4 and we'll deal with that later. 

s MS. MULLER: For the moment the 

6 instruction stands. 

7 MR. LABGOLD: Okay. 

8 Q (By Mr. Labgold) Did you ever get an answer as 

9 to why Ms. U gets the same amount of royalties as you 

10 do disprte - 
n A No. 

12 Q - the fact that - 

13 Fair enough. 

:4 I'd like to mark as Liu Exhibit 2 a copy 

is of an affidavit which you signed. 

16 (Exhibit No. 2 marked.) 

n Q (By Mr. Labgold) Can you tell me if youVe seen 

18 this document before today? 

w A Yes. 

20 Q Did you yourself prepare the text of the 

21 document? 

22 A Yes. 

23 Q Did you type it yourself? 

24 , A No. 

25 Q So if I understand correctly, you wrote the 
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1 text of the document and then forwarded It to somebody 

2 else for typing? 

3 MS. MULLER: Objection; privileged. 

4 To the extent that that requires you to 

s reveal any conversation you had with counsel, again - 

6 MR. LABGOLD: There is nothing privieged 

7 about that I am entitled to know how he prepared his 
a declaration, affidavit whatever you want to call it 

9 his sworn statement 

10 Q (By Mr. Labgold) Are you going to - 

u MS. MULLER: If it involved a conversation 

12 with counsel, I'm going to instruct him not to answer. 

13 MR. LABGOLD: Have you done this before? 

14 MS. MULLER: Sir? 

is MR. LABGOLD: Have you done thb before? 

16 MS. MULLER: I'm not being deposed here. 

17 Q (By Mr. Labgold) When you signed this 

te affidavit did you understand that you were under oath? 

19 A Yes. 

20 Q Did you understand what the consequences were 

21 if you made a statement which were not true, to your 

22 knowledge, in a sworn statement? 

23 A Yes. 

24 Q And do you understand that you are under oath 

25 here today, and that if you do not teB the truth, that 
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1 the penalty of perjury adheres to that? 

2 A Yes. 

3 Q Okay. If you take a look at Paragraph 2 under 

4 Roman numeral two, says: (Reading) I contributed to the 
s development of the univector plasmid-fusion system. 

6 What was your contribution? 

7 A My contributions to develop the Cre enzyme and 
e show this concept this system works in principle. 

9 Q When you say "develop the Cre enzyme," what are 

10 you talking about? 

u A Making the GST-Cre. 

u Q So making a GST-Cre fusion, correct? 

13 A No. 

M Q Please explain. 

is A Not only that more than that 

16 Q Okay. Please explain. 

17 A Making the - 

18 MS. MULLER: Objection; form. I'msony. 

19 Go ahead. 

20 A Making a fusion protein, express ft, an E. 

21 cofi, purify it demonstrate the purified protein has 

22 high - high specific activity. 

23 Q (By Mr. Labgold) Okay. Now, GST fusion 

24 proteins were known in the art prior to your work, 

25 correct? 
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1 A Correct 

2 Q And the Cre enzyme itself was known in the art 

3 prior to your work, correct? 

4 A Correct 

5 Q And am I correct in understanding that the Cre 

6 recombinies, the Cre enzyme, its ability to recombine 

7 loxP site was also known in the art, correct? 

8 A Correct 

9 Q tf you take a look at page -Pm sorry, we got 

10 a stapfing error here. 

l i Actuaiy, looking at Page 2 of your 

12 declaration, and you say that the Univector System was 

13 described and explained in an article and then it sets 
u forth the article. Do you see that? 

is A Uh-huh, the first two sentences. 

16 Q Yes. And l*d tike to mark - let me give you a 

17 document weVe already marked as Efledge Exhfctt 3, if 
is you can confirm for me that is the article to which you 

19 were referring? 

20 A Yes. 

21 Q And when you prepared - let me ask this: Were 

22 you involved in the preparation of the article? 

23 A Yes. 

24 Q And to the best of your ability, did you 

25 completely and fully describe the Univector System in 
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Cause No. 2001-61352 

BAYLOR COLLEGE OF MEDICINE and § IN THE DISTRICT COURT 

BCM TECHNOLOGIES, INC., § 

§ 

Plaintiff/Counterclaim Defendant, § 

§ 

CLONTECH LABORATORIES, INC., J 0F C0UNXY , TEXAS 

Defendant/Counterclaim Plaintiff, § 

§ 

■ .! 

INVITROGEN CORPORATION, § 

Additi 0 nalCounterclaimDefendant.§ 133 rd JUDICIAL DISTRICT 

OUTSIDE ATTORNEYS' EYES ONLY 
PURSUANT TO PROTECTIVE ORDER 

CLONTECH'S MOTION TO SET ASIDE THE CONFIDENTIAL 
D^GNATION f OF CERTAIN DEPOSITION ADMISSIONS 
MAMMAL TO THE PATENTABILITY DETERMINATION 

nr¥vn mrs appi irA-noN claims 

Defendant/Counterclaim Plaintiff, Clontech Laboratories, Inc. ("Clontech"), moves this 
Court for an Order to set aside the confidential designation of certain deposition testimony by 
Plaintiffs/Counterclaim Defendants Baylor College of Medicine and BCM Technologies, Inc, 
(collectively "Baylor") witnesses Drs. Elledge and Kreuzer and Ms. Li. This relief is sought to 
permit Clontech to inform the U.S. Patent and Trademark Office ("PTO") of material admissions 
. made by these witnesses, pursuant to Baylor's obligations under 37 C.F.R. § 1.56. 

BACKGROUND 

In 1996, Drs. Stephen J. Elledge ("Elledge"), a Baylor professor, along with Qinghua Liu 
and Mamie Li, allegedly developed certain technology to facilitate rapid subcloning, referred to 
as the "Univector system." In 1997, the inventors filed a patent application in the PTO 
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dicing ft. Univec.or system. That paten. application matured into U.S. Paten. No. 5,851,808 
("the '808 patent") on December 22, 1998. Baylor filed a. least one continuation-in-part patent 
application from me application that mamred into the '808 paten, U.S. Serial 
No. 09/122,384 ("the "384 application"). Baylor is believed to be me assignee of me '384 

application. 

Throughout discovery, Clontech repeatedly requested all documents concerning me "808 
patent, which document requests encompassed any continuations and continuations-in-part 
.hereof. On December 3. 2002, Clontech filed a motion <o compel production of such 
document Clomech again explicitly requested all documents related to any continuation 
apphcations following the April 14, 2003 deposition of Charles Upsey, during which Baylor's 
questioning implied mat one or more continuation applications may be pending. (Ex. 1, 

Clontech's April 14, 2003 letter). 

A. me April 28, 2003 pretrial conference, the Court ins.ruc.e4 me parties .o inform me 
Special Master that all discovery motions should be decided promptly, by May 9, 2003. After 
me partie* did so, counsel for Baylor agreed, for me firs, time, .0 provide .he long reque,ed 
discovery pertaining to d» "808 paten.. (Ex, 2 & 3, Ltis. from Blanke .o Oparil, May 2, 2003 
and May 6, 2003). 

On May 6, 2003. Baylor belatedly provided a letter .o Clontech enclosing a Notice of 
Allowability in the "384 application, which was mailed by the FTO on April 22, 2003. (Ex. 4 
hereto). Baylor also provided other documents to Clontech on May 15, 16, and 19, 2003 
(received by Clontech on May 16, 17 and 20, 2003), which included information disciosed to me 

pro. 
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The information Baylor provided to Clontech does no. indicate that Baylor alerted tie 
FTO to the existence of: (1) this litigation, (2) the Declaratory Judgment suit Clontech filed 
against Baylor - now dismissed - in the U.S. District Court for the Southern District of Texas, or 
(3) the deposition testimony that is material to the patentability of Baylor's claims. 

ARGUMENT 

Individuals owe the PTO a duty of candor & good faith. See 37 C.F.R. § 1.56. ("Each 
individual associated with the filing and prosecution of a patent application has a duty of candor 
and good faith in deaUng with me Office, which includes a duty to disclose to the Office all 
information to mat individual to be material to patentability." "rrinfonnauon is materia, 
to patentability when it is no. cumulate to information already of record or being made of 
record in .he application, and (1) It establishes, by itself or in combination with other 
information, a prima facie case of pa,enU.biU.y of a claim; or (2) I. refutes, or is inconsistent 
with, a position the applicant takes"). To comply with mis duty under 37 C.F.R. § 1.56, 
applicants and applicants' representatives must disclose (1) the existence of litigation, and 
(2) any material information arising from ma. litigation related to the subject matter of the paten, 
application, including deposition testimony. See, e. g .. Environ Products v. Total Contain,, 
Inc., 43 U.S.P.Q. 2d 1288 (B.D,Pa 1997); Boehringer lngelheim Vemedica, Inc. v. Schering- 
Plough Corp., 68 F. Supp.2d 508 (D. N.I. 1999); see generally. Manual of Patent Examination 
Procedure ("MPEP") Section 2001.06(c).' 

litigation, the existence of such uugauon and any _otna : ma, Examples of such material 

must be brought <o me attention of ^J^^lrf,, prior art, 
information include evidence of possible prior use or sales qu disclosure ' Another 

allegations of 'fraud' "inequitable conduct,' which is 

example of such material information .s any assemon that Conlaimnent , 
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The documents Baylor recently provided to Clontech include disclosures to the PTO, but 
d0 no. include any disclosure of this ongoing litigation, the Federal Court Declaratory Judgment 
Htigauon or any disdosure of critical admissions that occurred in depositions taken during 

discovery in this case. 

Clontech is bound by the protective order in this c*se, no. to disclose information 
contained in me depositions designated as confidential pursuant to the protective order. (Ex. 5, 
Order dated October 28, 2002). Baylor has utUized mis protective order to designate much Of the 
information disclosed as ••confidential" or "outside attorneys eyes only", and has designated the 
testimony of its witnesses as confidential, except that of Dr. Uu. Because Dr. Liu's testimony 
was no. designated as being confidential Contech filed a Protest in the PTO with respect to the 
•384 application, disclosing re.evan. portions of Dr. Liu's transcript and the existence of mis case 
(Ex 6). As exp.ained in the Protest, Dr. Uu admits, inter s mat a. the time of filing the 
application that led to the '808 paten, (and, me K fore, necessarily before filing the "384 invention 
merefrom),GSTfusionpro.einswereknownand.heCreenzymewasknown: 

Q ; Okay. Now, GST fusion proteins were known in .he art prior to your work, 

correct? 

A. Correct. „> nnA \ no that the Cre recombinies [sic recombinase], 

art, correct? 
A. Correct. 

(Ex. 7, Uu Dep. at 15:23-16:8). 

Tnese admissions are material to the patentability of, for example, claims 43, 46, 48, 49, 
52-54, 56 and 63 as they appear in me PtelmrmaryA mendmen. Una. Baylor sen. Clontech, which 

-^—^ ^^^^z^ ns ime,TO8a,ories ' dewsi " 

other document, and testimony." MPEP § 2001.06(c). 
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W ear to have fte same Cairn numbering as fte allowed Cairns - ft. Notice of Allowably 

(Ex.4). .. 

Additional admissions, which are believed to be material to the patentability of at least 

one o, fte claims, were mad. during the depositions of Drs. Eueog. and Kreuzer and Ms. li. 

don^ch cannot provide this information marked confidentia. to ft. FTO; however. Baylor can 

aid should do so. in fte even, that Baylor does no. comply wift Us duty of condor to the PTO, 

this Court should permit Clontech to provide fte relevant portions of deposition transcripts to fte 

PTO, notwithstanding fte protective order. In particular, Baylor's witnesses admnled fte 



following: 



1 

™" ElLdg! "S3 M«Mj Dep. at 65:1-4; Elledge 2003 Dep. at 
22: 1 1-23:20; Kreuzer Dep. at 59: 1 1-23). 
2. Sledge andLiu did not invent Cre. (KreuzerDep. at59:ll-23). 
Each of thecomponents 

^^^^^^^^ KreLrDep. at55- 
56,59). 



3. 



4. 



S^X"Sn i^SZuZ. a< 20-14, 37. 39; Kreuzer Dep. at 55- 
56,59) 



5. 



Cre-mediated recombination was in fte ^Jj^^'^K^ 

at 15:23-17:17). 



Elledge depositions are attached as bx. y, ana rcicvan v 



attached as Ex. 10. 
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15:23-17:17; Li Dep. at 20:20-25, 21:5-8). 
20:20-25,21:5-8). 

GST-fusion proteins were in *e P^*^^ 
patent application. (Kreuzer Dep. at 59.11-23, Li Dep. 

at 15:23-17:17). 

Conditionaloriginsof^^ 
^ the '808 patent application. (Elledge TRCP 1» V P 

2003 Dep. at 22:1 1-23:20; Kreuzer at 55:11-56.5). 

Theuseofacond^^ 

public domain prior to the filing of the 808 patent a PP uc ^ 
Dep.at22:ll-23:20;Kreuzerat55:ll-56:5,LiDep.atiy.z a } . 

Subcloningwasint^^ 
application. (Elledge 2003 Dep. at 24:8-25.18). 

25:18). 

CionteO reacts .his Court permit i« « P-ide the aoove-referenced materia, to the 

„» ^on documents Bavior recent., ^ided to Ciontech indicate - Bayiofs 
claim scope has varied ,—s.y during the prose^on of the '384 appHcatio, In fact, 

j this a0 niication and were allowed twice, twice being 
vastly different claims were pursued in this application 

' * ■ . 'before canceling all of the claims and adding the new claims in the 
withdrawn from issuance 'before canceling <m 

- . Tlip nTmecu tion history also shows a restriction 
October 3, 2002 Preliminary Amendment. The prosecution nis ry 



8. 

9. ^ 

10. 

11. 
12. 
13. 



requirement, which cou.d very well indict that one or more divisional applications have been 
or will be fiied pursuing claims of a different scope than those claims presently allowed. 
According*, the protective order should be se, aside for the sole punpose of providing material 
to the PTO not jus, with respect to the information material to what may be the presently allowed 
Cairns (the scope of which Clontech has no way o, confirming), bu, a!so with respect to all other 
admissions mat are materia, to claims Baylor may attempt to add to this or a divisional or 
continuing application, based on the disclosure of the "384 application. 

Thus, mis Court shou,d se, aside the protective order with respect to all of me above 
information, and any additional information, which is material to the patentability o, any 
potential claims Baylor presently or may pursue, which Baylor is required to submitto the FID 
pursuant to its obligations under 37 C.F.R. § 1-56. 

rnNCLUSION 

For all the foregoing reasons, Clontech' s motion should be granted. 



Dated: May 23, 2003 



BRACEWEIii^ATJERSON LLP 



By: — 

GlenrfA. Ballard, Jr. 
Texas State Bar No. 01650200 
BRACEWELL & PATTERSON LLP 
711 Louisiana Street, Suite 2900 
Houston, TX 77002-2781 

(713)223-2900 
(713) 221-1212 (fax) 

Marc R. Labgold, PhD. 

Kevin M. Bell 

PATTON BOGGS LLP 

8484 Westpark Drive, Suite 900 

McLean, VA 22102 

(703)744-8000 

(703) 744-8001 (fax) 



o 



Richard J. Oparil 

PATTON BOGGS LLP ; 
2550 M Street, N.W. 
Washington, D.C. 20037 
(202)457-6000 
(202) 457-6315 (fax) 

Attorneys for Defendant/Counterclaim Plaintiff 
Clontech Laboratories, Inc. 



o 



o 
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undersigned hereby certifies that they caused the foregoing 



David P. Blanke, Esq. 
Tracey B. Davies, Esq. 
; - M. Michelle Muller, Esq. 
Vinson & Elkins LLP 
The Terrace 7 

2801 ViaFortuna, Suite 100 
Austin, Texas 78746 
(via FedEx) 

Jason M. Powers, Esq. 
Vinson & Elkins LLP 
1001 Fannin Street, Suite 2300 
Houston, Texas 77002-6760 
(via Hand Delivery) 

Jack C. Goldstein, Esq. 
16 Sugarberry Circle 
Houston, TX 77024-7251 
(via Hand Delivery) / 
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vectors are used to rapidly transfer the gene of interest into 
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element so that the gene of interest may be expressed. 
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8484 Westpaili Drive 

Suiie 900 

^ Mclean, VA 22102-51 17 

703-744-6000 



Facsimile 703-744-8001 
ww/. psttonboggs.com 



April 14, 2003 pwSnSSt* 



Ropar3@pattonboggs.com 

VIA FACSIMILE 

David P. Blanke, Esq. 
Vinson & Elkins LLP 
The Terrace 7 
2801 ViaFortuna 

Suite 100,. . ' ♦ 

Austin, Texas 78746 

Re: Baylor College of Medicine, et al u Clontech Laboratories, Inc. v. Invitrogen Corp. 
Cause No. 2001-61352 

Dear David: 

Further to my request at the conclusion of the April 14, 2003 deposition of Charles 
Lipsey, please provide us with the following documents immediately: 

(1) the exhibits marked at Ruo Bo Zhang's deposition, and 

(2) all documents relating to all continuations from or other U.S. patent 
applications related to the 4 808 patent 

With regard to the latter request, we are aware that at least one such continuation 
application exists. In particular, as shown on the enclosed Patent Application Information 
Retrieval search of continuity data, U.S. Patent Application 09/122,384 is a pending 
continuation application from the application that matured into the '808 patent, Clontech long 
ago requested information pertaining to Baylor's '808 patent. Baylor chose to object to 
providing such information and required Clontech to file a (pending) Motion to Compel. As 
demonstrated in the questions you posed to Mr. Lipsey, these documents are relevant to the 
claims and defenses in this action. 



Please let us know when we may expect to receive the requested documents. 




Richara J. Oparil 
Enclosures 

cc: Glenn A. Ballard, Jr., Esq. 
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VINSON fic ELKTNS LXJ*. 
THE TERRACE 7 
2801 VIA FOKTUSTA, SUITE tOO 
AUSTIN, TEXAS 7WU> 
TELEPHONE (512) 
FAX (51$ 542*8(12 
vww.vekvxom 

David P.Bknkc 
Direa Dial (512) 542-3622 
DirectFax (512) 236*3314 - 
dbknkfi® velawxora 

May 2, 2003 

Mr. Richard J. Oparil 
Patton Boggs LX.P. 
2550 M Street NW 
Washington, DC 20037 



Re: Baylor College of Medicine, et ah v. Clontech Laboratories, Inc.; 
Cause No, 2001-61352 

Dear Richard: 

I am writing to confirm what I believe is our agreement to considerably narrow the 
issues raised in Clontech's Motion to Compel Discovery from Baylor. Below I will refer to 
the headings in the motion and recount what I understand to be the agreement. 

''Baylor Should be Compelled to Produce Documents Regarding the 
Reorganization ofBCMT and BCM's Office of Technology Administration." We have are 
reconfirmed that there are no such documents. 

"Baylor Should be Compelled to Confirm that the Files of Certain Baylor 
Employees and/or Former Employees Have Been Searched and Responsive Documents 
Produced." "Baylor Should be Compelled to Confirm that Certain Relevant Locations at 
Baylor Have Been Searched and All Responsive Documents Produced." We have 
confirmed that the records of the persons listed in the motion have been searched, as have 
the locations specified in the motion. 

"Baylor Should be Compelled to Produce Its Documents Pertaining [to] the 
Harvard FLEXGene Consortium." We agreed to determine whether Baylor has a copy of 
Invitrogen's proposal or any documents relating to such proposal. We have confirmed that 
Invitrogen. never provided its Harvard FLEXgene Consortium application or response to 
request for proposal to Baylor nor did Baylor correspond with Invitrogen or have any other 
communication with Invitrogen about the Consortium. 
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"Baylor Should be Compelled to Produce All Slides, Notes and Similar Material 
Presented at Conferences or Other Public Events Pertaining to the Etledge Technology." 
We have reconfirmed that there are no such materials. In doing so, we obtained and 
reviewed the Medlen & Carroll firm^ records. 

"Baylor Should be Compelled to Produce All 1998 Calendars of Drs. Elledge, Li, 
and/or Liu Relating to tlie Elledge Technology" We are determining whether such 
calendars exist for Drs. EUedge and Li. If so, we will produce the entries that pertain to any 
presentation of the Univector System or circulation of it to researchers. As I explained on 
the telephone, wis do not have possession, custody, or control of Dr. Liu's calendar. 

"Baylor Should be Compelled to Produce All Documents Relating to the '808 
Patent." ~ We are reexamining these requests. We will produce all non-privileged 
responsive documents relating to the '808 patent and any related applications. 

"Baylor Should be Compelled to Produce All of Its Responsive Lab Notebooks and 
Other Documents Sought in Request for Production No. 2* % We have confirmed that all 
responsive notebooks have been produced. The complete record of the development of the 
Univector System is set forth in Dr. Liu ! s lab notebook and in other records of the Elledge 
laboratory, which were produced early in the litigation. The bates range of the Liu notebook 
is BCM 658-939. * A comprehensive search of the Elledge laboratory's records were made 
and all other relevant pages from the laboratory notebooks of Dr. Elledge, Dr. Liu and 
Mamie Li were provided at bates ranges BCM 393-657 and 940-1027. 

"Baylor Should be Compelled to Fully Respond to Requests for Production Nos. 
IS and 16." We are reconfirming that nothing further exists and will then write to confirm 
as much or produce what non-privileged documents that may be located. 

"Baylor Should be Compelled to Produce Documents Responsive to Request for 
Production No. 17." Clontefch withdraws this request from the motion. 

"Baylor Should be Compelled to State the Dates of Disclosure of Information that 
Baylor Alleges are Trade Secrets." The interrogatory response will be amended to include 
dates or approximate time frames (if no specific date can be determined), based on the 
marketing log and other records, some of which are in Clontech's files. 

"Baylor Should be Compelled to Supplement its Incomplete Responses to 
Interrogatories Nos. 4, 11 and Any Other Interrogatories for Which Baylor Withheld 
Information Relating to the '808 Patent" We will amend the response to the interrogatory 
to refer Clontech to the marketing log. Interrogatory No. 1 1 will be amended to specify that 
Drs. Elledge and Liu are the inventors (as the '808 patent reflects). 
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"Baylor Should be Compelled to Supplement its Incomplete Response to 
Interrogatory No. 7, and All Other Interrogatories That Were Not Fully Responded to 
Because No Protective Order Was in Place" Clontech has deposed each of the Baylor and 
Invitrogen participants in those negotiations. Baylor has produced its marketing log, which 
details those discussions. And Invitrogen produced other materials that you used at the 
recent Invitrogen depositions- I have confirmed that no information was withheld on the 
basis that there was, at the time of the interrogatory, no protective order. With this 
confirmation, I understand Clontech withdraws its request for a supplemental response to 
interrogatory nos. 4, 5, and 7. 

"Baylor Should be Compelled to Fully Respond to Interrogatory Nos. 8 and P." 
Baylor will amend its response to refer Clontech to the royalty reports (most of which are 
exhibib 'to ^ the initial Baylor depositions). 

"Baylor Should be Compelled to Either Produce the Documents Requested in 
Clontech 9 s July 30, 2002 Letter or Confirm that all Responsive Documents Have Been 
Produced." We are reconfirming that there are no additional non-privileged responsive 
documents. We will then write to confirm as much or produce what non-privileged 
documents that may be located. 

"Bgylor Should be Compelled to Produce Responsive Internal Communications " 
We have reconfirmed that there are no additional responsive, non-privileged documents. 

If the foregoing is correct, please countersign this letter and return it to our offices. 
We will tend to filing the letter with the Court, see TEX. R. Civ. P. 1 1 , and circulating a copy 
to Jack Goldstein. 




AGREED: 



Richard L Oparil 

Attorney for Clontech Laboratories, Inc. 
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4. Disclosure Of Confidential Material. 
4.! Docume^ 
recipient thereof on a need-totow basis, only to; 

a. the attorneys who are acdvdyinvol 

assodate.ofthefollowingla.finns,^ 
and their employees (i) Bracewell & Patterson LLP; (if 
EDdnsLLP. 

b. the Court and Court personnel, as 



ed in this action and who are partners or 
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4.2 Documents or information desij 
be disclosed by the recipient thereof, on a need-to-know 
listed in 1 4.1, excluding TD 4.1(d), 4.He) and 4.1(f). 
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ignated OUTS IDE ATTORNEY 1 



tasis, 



S EYES ONLY shall 
to those categories of individuals 



5. Redaction, 
case-by case basis. 



6. Identification Of Experts 

6.1 If any patty desires to disclose i 
OUTSIDE ATTORNEY'S EYES ONLY to any expert or 
first identity m writing to the attorneys for the 
attorney for the producing party shall have five (5) 
object to disclosure of such mfbrrnation to an; 



inform ition 



producing party each 



bushgss 



ly of the expats 



designated CONFIDENTIAL or 
consultant pursuant to f 4 above, it must 
such expert or consultant. The 
days from receipt of such notice to 
or consultants so identified. 
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fth 5 expert 



62 Such identification shall include the full 
affiliation of theproposed expat or consultant, 
other present and prior employments or consultancies o: 
lbtofmecasesmwhichtoeexperto^ 
four years. Thcpaities^attempttoiesolveanyobjectiom 
resolved, the party seeking to disclose the CXWflDENTW 
ONLY information to the expert or consultant may move 
disclosure, mtheeventobjectionsaremadeari^^^ 



to the expert or consultant shall not be made except 1 
upon which the parties may Agree). 



and professional address and/or 
vitaeidentifying atleastatt 
or consultant in the field, and a 
adepositionorattrialwimlnmelast 

informally. If the objections cannotbe 
L or OUTSIDE ATTORNEY'S EYES 
me Court for an Order allowing the 
V disclosure of information 
Court (or to any limited extent 



byOrterofthe 



designated CONFI 3ENTIALor 



. authorized puzsi lant 



7. Agreement Of Confidentiality, 

la no event shall any foformation 
EYES ONLY be disclosed to any person 
Court personnel, (b) the parties' attorneys (excluding 
secretarial and legal assistant stafife, (c) court reporters, 
services necessary for document handling, until sui 
Undertaking(in the form set forth io. Exhibit A hereto) 
the terms of this Protective Order. Copies o 
served on the producing party. 



w. ?vjo r. io 
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OUTSIDE ATTORNEY'S 
to 1 A, other than (a) the Court and 
house counsel) and their authorized 
and (d) outside copying and computer 
chpersin has executed a written Confidentiality 
acts nowledgingand agreeing to be bound by 
f such Confidentiality Undertakings shall be promptly 
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8. Related Documents. 

toforrnationde^g^ 

include (a) aU documents, copies, extracts, and complete or partial summaries prepared from or 
crctamingsuA 

or reflect fce content of any such documents, copies, extra is, or summaries; (c) portions of briefs, 
memorandaoranyomer^^ 

contcntof any ^documents, copies, ex^or sunma ies;(d) deposition testimony designated 
m ac«>rd m cew^ 
accordance with H 10. 

9. Designation Of Deposition Transcripts. 

9.1 Deposition transcripts, or portions ^ may be designated as ^ 
Protective Order either (a) at the time of such depositi >«, in ^hieh case transcript of the 
designatedtist^^ 
desrg^tingp^ 
providiog^^^ 
suchnotioesMlinarkthe^ 
toeir control as directed by the designating party. 

9.2 AHdeposttiontranseripto^^ 
be treated as, OUTSIDE ATTORNEY'S EYES ONLY br a period of thirty (30) days after the 
taking of fho deposition, and the transcript shall not be disclosed by a nonvoting party to 
persons other than those persons named or approved accc rfing to f 4. 
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93 The designating^ shall h^ 
taking, of testimony which the derfgnatiag party desigrjates CONFIDENTIAL or OUTSIDE 
ATTORNEY'S EYES ONLY and subject to this Protective Order, all persons other than those 
persons previously qualified to receive such information pursuant to H 

J 0, Designation Of Hearing Testimony Or Argument. 

With rcspe<* to testimony 
for any party deems that any question or line of questioning 
CONFIDENTIAL or OUTSIDE ATTORNEY'S EYES ON 
on the record prior to such disclosure that the disclosure 
WhenevermatterdesignatedCONFlDBNTIALor OUTSII 
discussed in ahearingor other proceeding, any party ciJai 
to have excluded from the hearing or other proceeding 
Order to recdve information so designated. 



other proceedings, whenever counsel 
calls for the disclosure of 
LY information, counsel may designate 
subject to confidentiality restrictions. 
>E ATTORNEY 5 S EYES ONLY is to be 
nu^wchconfidentialityrnay ask the Court 
, arty person who is not entitled under this 



11. Disclosure To Author Or Recipient 
Notwithstanding any otherprovisions of this Order, 

a party from disclosing a document containing i 

OUTSIDE ATTORNEY'S EYES ONLY to 

author, addressee, or carbon copy recipient of such 

producmgparty. 

aparty to current employees and officers 
pursuant to this Protective Order, ifa document or testimo|; 
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designated CONFIDENTIAL or 
clearly identifies as an 
to any current employee of the 



information 



any person wi ichthe document 



document, or 



■. And regardless of such designation 
y makes reference to the actual or alleged 
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conduct or statements of a person who is a potential witne s. 
statements wife such witness without revealing any portion|of1he document 
that which specifically refers to such conduct or 
. disclosure in violation of this Protective Order. 
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counsel may discuss such conduct or 
or testimony other than 



statement, and such discussion shall not constitute 



12. Designation Of Documents Under SeaL 

Anyinfbnnationdesi^ 
shall be filed under seal and shall be made available only t( the Court and to persons authorized by 
fcetennsofmisProtectiveOrder, ThepartytmganypaperwWdirefl^ 
OUTSIDE ATTORNEY'S EYES ONLY irtformation subject to this Protective Order shall file such 
paper in a sealed envelope, or other appropriately sealed o mtainer, which indicates the title of the 
action, the party filing (he materials, the nature of me ma) erials filed, the appropriate legend (see 
% 2. IX and a statement substantially in the following form 

This envelope contains documents sabje< t to a Protective Order 
ofrheCourt. It should be opened only by the Court. Itscontents 
shouldnotbedi8<Iosed,revealedormad« public except by Order 
of the Court or written agreement of the parties. 



Documents. 



13. Confidentiality Of Party's Own 
No person may disclose, in public or private, any 
except as provided for in this Protective Order, but noi 
designating party to disclose to its officers, 
to any other person, its own information. Such 
Protective Order and shall not entitle other parties or their 
violation of it, unless by such disclosure of the desi 



iesignated infonnation of another party 
herein shall affect the right of the 
consultants or experts, or 
not waive the protections of this 
i ittomeys to disclose such information in 
e information becomes public 



(tiling 



directors, employees, attorneys. 



disclosure shall 



designating party th< 
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knowledge {see 1 16). Shnflarly, the Protecrive.Order sha 1 not preclude a party from showing its 
information to its officers, directors, employees, attorneys, consultants or experts, or to any 



own 



other person, which information has been filed under seal 



O 



byfheopposmgparty. 



; ; or OUTSIDE ATTORNEY'S EYES 



14. Other Protections. 
14.1 No person shall use any CONHDENTIA 
ONLY infon^tion, or information derived therefrom, fbi purposes other than the prosecution or 

defense ofthisacuo*^^^ 
anypatentapph^ 
xecfaest fbr re-examination. 

141 Any party may mark any document or thing containing CONFIDENTIAL or 
OUTSIDE ATTORNEY'S EY ES ONLY ra&rmation as J i exhibit to a deposition, hearing or other 
proc^gandexannne any witness 
have access to soch designated material. 

15. Challenge To Confidentiality. 

15.1 TteP rot ^Ord e rM TO lpn>d^^rp 1 ^fi<>m^^ol^8, ra,a ° 
^atestawinasociaddMond^^ 

ftoni (a) claiining that aity matter designated hereunder is not eotitied to the protections of this 
Protean Oder, (b) applying to to C«Ht for . J* P« to •*-» » - * 
tofc ^ OT doc^.tor™ep»hi^ 
Ordetmod^nglUsProteitiTOOrdetiiisny«sp«t No| 
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propridy of an, dadgriatioii, m d fiitare to do so sMl Jpreclude a subsequent daUengo to the 

propriety of such designation. 

152 On any motion challenging the designation of any intonation, thebwden of proof 
shall He^ith theprodBCuig party to establish (hattheinfounationi^infact, CONFIDENTIAL of 
OUTSIDE ATTORNEY'S EYES ONLY information. Ifa wrtyseeksdeclassificatioiiorreraovalof 
particalaritemsfixmiadesignfltion on the grc^ that such icsignationisnotnecessa^toprotectthe 
interests ofme party 

a. The party seeking such declassified »n or removal shall give counsel of record 
for toother party written notice thereof by facsimile, wi th confirmation by mail or by pemonal 
deUvery, ^cifymgfte derigwtedin^ 

for the request; and 

b. If, after conferring, theparties cannc 
within five (5) business days after (he delivery and receipt c 
declassification or removal of particular items may file and 
Court durcting that the designation shall be so removed 



t reach agreement concerning the matter 
the notice, then the party requesting the 
serve a motion for a farther Order of this 



16. Prior Or PnMic Knowledge. 

This Protective Order shall not apply to i 
knowledge, andmerestrictions contained in this Protective 
is, or after disclosure becomes, public knowledge 
whom such disclosure isroade, or thatis legitimately and 
subject to this Protective Order. 



information that, prior to disclosure., is public 
Order shall not apply to irifiwrnationtiiat 
an act or omission of the party to 
idependeatiy acquired from a source not 



other tl an by 
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17. Limitation Of Protective Order. 
' TKsfcatoottoOtte^ 

respond onfcegrounds of a^ 
pariyfromse^ngfbrfo^^ 
Federal Roles of Civil Procedure. 

18. Other Proceeding*. 
18.1 By entering fWsoriaandli^^ 

doesnoThtendto^^ 

to disclosure in another case. Any perm or party subjJt to this order who may be subject to a 
m0 uc*toaisclosea*o^ 



information pursuant to this order shell promptly notify the t 



an 



opportunity to appear andbeheard on wheiliersuchinibrrnation should he disclosed. 



19. Inadvertent Disclosure Of Work 
Procedure And Waiver. 



Pioduct Or Privileged Information: 



19.1 The producing party shell promptly notify tjn 
of ah inadvertent production of documents subject to w 
privilege after the producing party leams 

19.2 ffpromptnotificationisniadeandthe 
SBrroraiding the document's inadvertent production, such 
copies thereof shall be returned to the producing party or 



party of the motion so thrift may have 



e receivingparty in writing in the event 
or* pioduct immunity or the attorney-client 



of such madvert stt production, 



prodi icing party establishe 



ishes the circurnstances 
iiadvertently produced document and all 
i iestroyed, upon request 
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19.3 NowahaUbemadeofsodi 

beshown to anyone who was notgiven access to mem prior to the request to return or destroy them. 

19.4 If; aft CT conferring, the 

(5) business days of receipt of die request to return or destroy them, the producing party may move 
the Court regarding the matter within ten (1 0) business days after conferring. 

19.5 Thenon-producmgpartysha^ 

of immunity or privflege is bring made to mvv^f^ttn^V^^o^^^ 
theiitKttsession^^ 

t ra (10)dayperiodidentifiedin1I 19.4 or, ifamouon to mr Court 

that motion. Upon being notified by tte P roducm g parry 1 « 3 r^to1 19.1, counsel forme non- 
producing party shall usehis or her best efforts to retrieve all copies of the documents at issue. 

19.6 FoUowmgexpira^ 

shall preclude either party from moving the Court for re um or destruction of later discovered, 
inadvertentlyproducedwoik product «nrr^ 



im* of any protective order that maybe 



20. Non-Party Material 

The terms of this Protective Order, as well as the U 
entered into between a discovering party and third party 1 or the production of information to the 
discovexiogparty.areapplicabletoCONF^ 
infomiatioapro^dedbyanor.party. mforn^tiont^ded by a nonparty 

undesignate 

tenr* of this Protective Order shall be protected by the remedies and relief provided by this 
Protective Order. 
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21. Retnro Of Designated Information. 
Uponfinaltetm^ 
record for the deagoating party, each party shall assemble i 

materidsc**^^ 

ONLY, including all copies, extracts and summaries thereof to the party from whom the designated 
material was obtained, except** (a) any documents or Jpies which contain, constitute or reflect 
attorneys work product or attorney-client privilege J.umcations, and (b) archive copies of 
pkad^ motion papers, deposition tran^^ 
may be retained by counsel. 



Protect ve 



22. Waiver Or Tennlnatlon Of Order. 

No part of the restrictions imposed by this 
except by written stipulation executedby counsel of iecord 
oftheCourtforgoodcauseshown. The 
conclusion of this action, but shall continue 



5 restrictions provid id for fo 



23. Modification Of Order; Prior Agreemcx ts. 
This Protective Ordet be modified, and any nau CT 

superaedesanyagr^ 
catered into before the date of this Protective Order. 



until further < >rder of this 



Older may be waived or terminated, 
oreachdesigriatingpaity,orbyanOrder 

leiOTshattnotterminatei 

is Court 



I 
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24. Section Captions. 

The title captions for eadi section of this ProtectiveOtder are for convenience wily and are 

notintended to affect oralter the text of the sections or u^substance of the Order. 

I 

BRACEWEiLl & PATTERSON LLP 



Dated: August _, 2002 



Of Counsel '. 

MarcR.Lobgold.PKD. 
Kevin M. Bell 
PATTON BOGGS LLP 
8484 Westpark Drive 
Suite 900 

McLean, VA 22102 
Telephone: (703)744-8000 
Telecopy: (703)744-8001 

Richard J. Oparil 
PATTON BOGGS LLP 
2550 M Street, NW 
Washington, DC 20037 
Telephone: (202)457-6000 
Facsimile: (202)457-6315 



By- 




Glenn A. Ballard, Jr. 

Attomey-ra-Charge 

Texas State Bar No. 01650200 



711 Louisiana Street, 
Houston, TX77O02- 
Telephone: (713)233 
Telecopy. (713)221 



Suite 2900 
{T781 
-2900 
1212 



ATTORNEYS FOL 
CLONTECHLABi )RAT0RIES, INC 



16 



• O 

VINSON & ELKINjS LLP 
\ 

By: *Sr: 

David P. Blanks 



O 



Dated: AugasK*!-, 2002 



Of Corns A 
Stuart J. Ford 
Jason M. Powers 
VINSON &ELKINS LLP 
1001 Fannin Street, Suite 2300 
Houston, Texas 77002-6760 



David P. 

Attorney-in-Charge 

TraceyDavies 

Adam V.Floyd 
600 Congress Avemik Suite 2700 
Austin, Texas 7870l}324S 

ATTORNEYS FOl 
BAYLOR COLLE<feE OF MEDICINE, 
BCM TECHNOLOGIES, INC, and 
INYITROGEN CORPORATION 



IT IS SO ORDERED:^ ^0 
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CAUSE NO. 2001-61352 



BAYLOR COLLEGE OF MEDICINE and § 
BCM TECHNOLOGIES, INC., § 

PLAlNTIFFS/CtolJNTERCLAlM DEFENDANTS^ 



IN THE DISTRICT COURT 



v. 



HARRIS COUNTY, TEXAS 



CLONTECH LABORATORIES, INC, 



§ | 133 rd JUDICIAL DISTRICT 



Defendant/Counterclaim Plaintiff, § 

§ 

INVITROGEN CORPORATION, § 

8 

Additional counterclaim defendant, § 



m ^ENTlAI rrVf^MilRTAiaNG 

I certify that 1 have read the Stipulated Protective Ocder in flris action and that 1 folly 
^do.tandthetennsoftheOrder. i^ttl-W^*-^^ 0 *' -1 
^toco^plywith^etcm, ^consent* fce^^ 
District Court for any proceedings involving the enforcemUt of that Order. 

EXBCUTED this ; day of_ L 2002. 



Name 



Affiliation 



Business Address ! 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant: Elledge et al. 



) 



Examiner: James S. Ketter 



USSN: 09/122,384 



Art Unit: 1636 



For: Rapid Subcloning Using Site- ) Filed: July 24, 1998 
Specific Recombination ) 



PROTEST AGAINST PENDING APPLICATION UN DER 37 C.F.R. S 1.291 

Honorable Commissioner for Patents 
Mail Stop Petitions 
P.O. Box 1450 
Alexandria, VA 223 1 3-1 450 



Clontech Laboratories, Inc. ("Clontech") hereby petitions the Commissioner to initiate a 
protest against pending application number 09/122,384 under 37 C.F.R. § 1.291. 

I. SUBJECT MATTER DISCLOSED IN U.S. SERIAL NO. 09/122384 IS THE 
SUBJECT MATTER OF LITIGATION 

Clontech is in litigation against BCM Technologies, Inc. and Baylor College of Medicine 
(collectively "BCM"), who are believed to be the assignee of USSN 09/122,384 ("the '384 
application") over an alleged theft of trade secrets. The case is in the Texas 133 rd Judicial 
District Court in Harris County,.Texas, Cause No. 2001-61352. 

Clontech repeatedly requested all documents concerning U.S. Patent No. 5,851,808 ("the 
'808 patent"), the patent that issued from the parent application to the '384 application, which 
document requests encompass any continuations and continuations-in-part thereof. Clontech 



Dear Sir: 



o o 

again explicitly requested all documents related to any continuation applications following the 
April 14, 2003 deposition of Charles Lipsey (the April 14, 2003 letter requesting such documents 
is attached as Ex. 1 hereto), during which BCM's questioning implied that one or more 
continuation applications may be pending. BCM has repeatedly ignored such demands and 
failed to provide such documents until recently, after the close of discovery in the pending 
litigation. BCM's conduct is the subject of a motion to compel in the Texas Court. 

' On May 6, 2003, after the close of discovery, litigation counsel for BCM belatedly 
provided a letter to Clontech enclosing a Notice of Allowability of USSN 09/122,384, which was 
mailed in late April (Ex. 2 hereto). BCM also provided other documents to Clontech on May 16 
and 17, 2003, indicating information disclosed to the Office. 

The information BCM provided to Clontech does not indicate that BCM alerted the 
Office to the case Baylor College of Medicine et al. v. Clontech Laboratories, Inc. v. Invitrogen 
Corp. case in the Texas 133 rd Judicial Court in Harris County, Texas. (A copy of Plaintiff s First 
Amended Petition is attached hereto as Ex. 3). This case is related to the subject matter of the 
'384 application and the '808 patent. Nor does the information provided by BCM indicate that 
BCM alerted the Office to the declaratory judgment action filed in the U.S. District Court for the 
Southern District of Texas on January 4, 2002, alleging inter alia, the invalidity and non- 
infringement of the '808 patent. (A copy of the Complaint For Declaratory Judgment is attached 
hereto as Ex. 4). The latter federal case was only recently dismissed on April 7, 2003 (Ex. 5), as 
a result of BCM's motion to dismiss along with its Covenant Not To Assert The '808 Patent 
(Ex. 6), which were also not brought to the attention of the Office. 

Under 37 C.F.R. § 1 .56, applicants and applicants' representatives must disclose (1) the 
existence of litigation and (2) any material information arising from that litigation related to the 
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subject matter of the patent application^ including, for example, deposition testimony. See, e.g., 
- MPEP 2001 .06(c); Environ Products v. Total Containment, Inc., 43 U.S.P.Q. 2d 1288 (ED. Pa. 
1997); Boehringer Ingelheim Vetmedica, Inc. v. Schering-Plough Corp., 68 F. Supp.2d 508 
(D.N.J. 1999). 

The documents BCM recently provided to Clontech from the PTO prosecution include 
disclosures of some prior art to the Office, but do not include any disclosure of the ongoing 
litigation and do not include any disclosure of critical admissions that occurred in depositions 
taken during discovery. The submitted documents also do not include any disclosure of the 
dismissed litigation and covenant not to assert the '808 patent. 

II. THIS PROTEST INVOLVES INFORMATION THAT CANNOT BE 
ADEQUATELY ADDRESSED WITH REEXAMINATION 

Our request for a Protest can only be addressed before issuance because the standard and 
type of prior art that may be considered will change after issuance. During examination, the 
Office need only show by a preponderance of the evidence that an application is unpatentable. 
Once a U.S. patent is issued, any challenge must be supported by clear and convincing evidence. 
While an issued U.S. patent can be reexamined, a reexamination can only consider patents and 
printed publications and only address issues arising under sections 102 or 103 of Title 35. BCM 
should not be permitted to benefit from its refusal to disclose information to the USPTO and to. 
Clontech in a timely manner. 

Clontech is bound by a protective order in the ongoing Texas litigation. This protective 
order bars Clontech from disclosing BCM information and deposition transcripts if BCM has 
designated them as confidential. BCM has utilized this protective order to designate much of the 
information disclosed as confidential and has designated all of its witnesses' deposition 
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testimony as confidential, except that of Dr. Liu. Consequently, Clontech cannot describe any 
admissions that might be present in other depositions that have occurred, including the 
depositions of Drs. Elledge and Kreuzer and Ms. Li. Nevertheless, Clontech can disclose that 
the deposition transcript which BCM did not designate as confidential - that of Dr. Liu - 
contains admissions that are material to the patentability of the claims that were provided in the 
preliminary amendment of October 3, 2002. Claim numbers corresponding to those claims have 
now been allowed. 

The deposition of Dr. Liu admits that at the time of filing of the application that led to the 

'808 patent .(and therefore, necessarily before filing the ' 3 84 application therefrom), GST fusion 

proteins were known and the Cre enzyme was known: 

Q: Okay. Now, GST fusion proteins were known in the art prior to your work, correct? 
A: Correct. 

Q. And the Cre enzyme itself was known in the art prior to your work, correct? 
A. Correct. 

Q. And am I correct in understanding that the Cre recombimes [sic recombinase], the Cre 
enzyme, its ability to recombine loxP site [sic sites] was also known in the art, correct? 
A. Correct. 

(Liu Dep. at 15:23-16:8, Ex. 7). 

These admissions appear material to the patentability of for example claims 43 , 46, 48, 
49, 52-54, 56 and 63 as those claims appear in the Preliminary Amendment that BCM disclosed 
to Clontech. These claim numbers are those that appear to correspond to the allowed claims on 
the Notice of Allowability, (Ex. 1). 

While Clontech cannot provide information marked confidential to the Office, BCM can 
provide this information to the PTO. This information can be supplied as part of BCM's Duty of 
Disclosure under Rule 1.56, or it can be provided in response to a direct request from the 
Examiner under 37 C.F.R. § 1 .105. 
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The review under 37 C.F.R. § l."291 represents the PTO's last opportunity to consider 
information contained in the deposition transcripts. Once the 09/122,384 patent issues, the PTO 
will not be able to provide any meaningful review of the deposition transcript admissions. As 
indicated by Assistant Deputy Commissioner Kunin, "[t]he PTO has an obligations to issue 
patents that meet the statutory requirements for patentability." Blacklight Power, Inc. v. Rogan, 
295 F.3d 1269, 1271 (Fed. Cir. 2002) (affirming the PTO's decision to cancel issuance of a 
patent after allowance and after the issue fee was paid). Moreover, the PTO is vested with broad 
"latitude to withdraw an application from issue without a final determination of unpatentability 
when the exigencies of time do not allow for such determination." Id. at 1272. 

m. THE PTO SHOULD PERMIT THE INITIATION OF A PROTEST OR STAY 
ISSUANCE OF A PATENT ON THE '384 APPLICATION 

The PTO should initiate a Protest, based on the failure of BCM to alert the agency to 

ongoing litigation related to the '384 application and the failure of BCM to provide the PTO with 

material deposition admissions. In the alternative, the PTO should stay issuance of the '384 

application until the Judge in the Texas 133 rd Judicial District Court rules on Clontech's Motion 

to De-designate Certain Deposition Admissions Material to the Patentability Determination of 

Baylor Patent Application Claims and permits the PTO Examiner to review the deposition 

testimony. Clontech is presently preparing a motion to de-designate the transcripts or portions 

thereof that contain admissions material to the patentability of the '384 application. This motion 

will be submitted to the Judge, who will determine if this information can be provided to the 

PTO to permit the PTO to perform its mission. 
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37 CFR § 1 .248 as well as being filed in duplicate with the PTO. Proof of service is attached as 
Exhibit 8 hereto. 

The U.S. Patent and Trademark Office is hereby authorized to charge any fees that may 
be required in conjunction with this submission to Deposit Account Number 50-2228. 



PATTON BOGGS, LLP 

8484 Westpark Drive, 9 th Floor • 

-McLean,^Virginia-22102 

Phone: (703)744-8000 
Fax: (703)744-8001 



Respectfully submitted, 




Scott A. Chambers 



Reg. No. 37,573 
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CERTIFICATE OF SERVICE 
I hereby certify that on May 20, 2003 I caused to be delivered by fax and FED EX a copy of 

» 

PROTEST AGAINST PENDING APPLICATION UNDER 37 C.F.R. § 1.291 and exhibits 
1-8 thereto relating to USSN 09/122,384, addressed to the attorney of record in that matter as 
follows: 



Timothy S. Corder 
Vinson & Elkins LLP 
The Terrace 7 
2801 Via Fortuna, Suite 100 
Austin, Texas 78746-7568 
- Phone: (512) 542-8400 
Fax:(512)542-8612 

I declare under penalty of perjury that the foregoing is true and correct. 



